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DETAILED ACTION 
Response to Arguments 

1 . This action is in response to the Appeal Brief filed 1 1/16/2004. Applicant's 
arguments with respect to the rejections of claims 24-25 under 35 USC 102 and claims 
1-23 under 35 USC 103 have been fully considered and are persuasive. Therefore, the 
rejections have been withdrawn. However, a search update results in a reference used 
for new grounds of rejection. The delay in citation of the newly discovered prior art is 
regretted. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-18 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bohannon et al (6,134,324) in view of Mullor et al (6,41 1 ,941 ). 

Regarding claim 1 , Bohannon discloses a software delivery system comprising: a 
digital storage device containing a plurality of software products, said software products 
each having been assigned a unique identifier (fig. 1, element 126; fig. 3); and a 
computer system, said computer system having a drive for reading data stored on the 
digital storage device, a processor, a hard drive (fig. 1), said computer system having 
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pre-stored before installation of the software products at least one but not all identifiers 
corresponding to the identifiers of said software products in the hard drive (fig. 1 ; fig. 5, 
element 502; col. 14, line 65 - col. 15, line 4); whereby when said digital storage device 
is read by said drive, the software products having an identifier which corresponds to 
the at least one identifier stored in the hard drive is loaded onto said computer system 
(figures 6A-6B). Bohannon does not disclose using a non-volatile memory to store the 
identifiers. Mullor discloses using a non-volatile memory to store data regarding 
software usage authorization (col. 1 , lines 48-67). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the Bohannon 
system to use a non-volatile memory to store the identifiers, which are software usage 
authorization data, as taught by Mullor. It would be more difficult to tamper with data 
stored in a non-volatile memory (col. 3, lines 4-9). 

Regarding claim 8, Bohannon discloses a software module containing a software 
product and associated files (fig. 3). Therefore, the software product identifier is also 
the software module identifier and claim 8 is rejected on the same basis as claim 1 . 

Regarding claims 2 and 9, Bohannon further discloses that additional identifiers 
can be written to the hard drive (col. 3, lines 48-53). Mullor further discloses that the 
non-volatile memory can be updated to include additional records (col. 2, lines 1-5). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify the Bohannon system such that the non-volatile memory may be 
updated to include additional identifiers, as taught by Mullor. The motivation for doing 
so would have been that additional software could be used with the computer system. 
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Regarding claims 3 and 10, Bohannon does not disclose that the non-volatile 
memory is read-only memory. Mullor further discloses that the non-volatile memory is 
read-only memory (col. 1 , lines 46-48). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify the Bohannon system such 
that the non-volatile memory is read-only memory, as taught by Mullor. The motivation 
for doing so would have been that data couldn't be removed or modified. 

Regarding claims 4 and 1 1 , Bohannon further discloses that the identifier is 
encrypted (fig. 6A, step 606). 

Regarding claims 5 and 12, Bohannon further discloses that the computer 
system comprises an update module to include additional identifiers (col. 3, lines 48-53; 
col. 14, line 65 - col. 15, line 1). 

Regarding claims 6 and 13, Bohannon further discloses that a computer serial 
number is stored in the computer system (col. 8, lines 37-47). 

Regarding claims 7 and 14, Bohannon does not explicitly disclose storing the 
computer serial number in the non-volatile memory; however, Examiner takes Official 
Notice that storing a computer serial number in a non-volatile memory is well known in 
the art. It would have been obvious at the time of the invention was made to store the 
computer serial number in a non-volatile memory since Examiner takes Official Notice 
that storing a computer serial number in a non-volatile memory to prevent loss of 
information when the power is removed from the computer is well known in the art. 

Regarding claim 15, Bohannon discloses a process for delivery of custom- 
ordered software products to a computer system having anticipated elements. The 
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process comprises the steps of: writing a set of software products onto a CD-ROM, said 
set of software products containing at least one custom-ordered software product and 
other software products (Abstract); assigning a unique identifier to each software 
product in the CD-ROM (fig. 3); writing only the identifiers of said custom-ordered 
software products to the hard drive of the computer system (fig. 1 ; fig. 5, element 502; 
col. 14, line 65 - col. 15, line 4); inserting the CD-ROM into the computer system (fig. 1; 
elements 110, 126); reading the identifiers stored in the hard drive (col. 8, lines 57-63); 
comparing the retrieved identifiers with said identifiers of the software products stored in 
the CD-ROM (col. 8, lines 57-63); installing the custom-ordered software products 
having identifiers that match the identifiers in the hard drive but not installing the other 
software products (fig. 6B). Bohannon does not disclose using a non-volatile memory to 
store the identifiers. Mullor discloses using a non-volatile memory to store data 
regarding software usage authorization (col. 1, lines 48-67). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify 
the Bohannon system to use a non-volatile memory to store the identifiers, which are 
software usage authorization data, as taught by Mullor. It would be more difficult to 
tamper with data stored in a non-volatile memory (col. 3, lines 4-9). 

Regarding claim 16, Bohannon further discloses that set of software products is 
written onto the CD-ROM before the custom-ordered software products is ordered 
(Abstract). 

Regarding claim 17, Bohannon does not teach testing the set of software 
products before it is written onto the digital storage device. However, Examiner takes 
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Official Notice that testing software products for correctness prior to distribution is well 
known in the art. It would have been obvious at the time of the invention was made to 
test the set of software products before it is written onto the CD-ROM for distribution 
since Examiner takes Official Notice that testing software products for correctness prior 
to distribution is well known in the art. 

Regarding claim 18, Bohannon further discloses that the identifier is encrypted 
(fig. 6A, step 606). 

Regarding claim 24, Bohannon discloses a method for installing software 
products comprising: copying identifiers of software products to be installed from a 
floppy disk to a hard drive of a computer system (fig. 1; fig. 5, element 502); comparing 
identifiers stored in the hard drive with identifiers of a plurality of software products 
stored in a CD-ROM (fig. 1; fig. 3; col. 8, lines 56-63); installing each software product in 
the computer system only if its identifier matches one identifier stored in the hard drive 
(Abstract; fig. 6B); after said installing each software product, adding one or more 
identifiers into the hard drive to install new software products (col. 3, lines 48-53). 
Bohannon does not disclose using memory to store the identifiers. Mullor discloses 
using a non-volatile memory to store data regarding software usage authorization (col. 
1 , lines 48-67). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the Bohannon method to use a non-volatile memory 
to store the identifiers, which are software usage authorization data, as taught by Mullor. 
It would be more difficult to tamper with data stored in a non-volatile memory (col. 3, 
lines 4-9). 
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4. Claims 19 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bohannon in view of Mullor as applied to claims 15 and 24 above, and further in 
view of Colvin (6,857,078). 

Regarding claim 19, Bohannon and Mullor do not teach checking a serial number 
of the computer system before the identifiers are written to the non-volatile memory. 
Colvin discloses a method for securing software including the step of checking a serial 
number of a computer system before information required for installation of a software 
product is provided to the computer system (col. 4, line 63 - col. 5, line 43; col. 7, lines 
1-7). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the combined method of Bohannon and Mullor to include 
the step of checking a serial number of a computer system before information required 
for installation of a software product is provided to the computer system, as taught by 
Colvin. The motivation for doing so would have been to monitor compliance with 
licensing terms. Accordingly, the step of checking is done before the identifiers are 
written to the non-volatile memory. 

Regarding claim 25, Bohannon and Mullor do not teach comparing a serial 
number of the computer system with a serial number provided by a user before the 
identifiers are written to the non-volatile memory. Colvin discloses a method for 
securing software including the step of comparing a serial number of the computer 
system with a serial number provided by a user before information required for 
installation of a software product is provided to the computer system (col. 4, line 63 - 
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col. 5, line 43; col. 7, lines 1-7). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify the combined method of Bohannon 
and Mullor to include the step of comparing a serial number of the computer system 
with a serial number provided by a user before information required for installation of a 
software product is provided to the computer system, as taught by Colvin. The 
motivation for doing so would have been to monitor compliance with licensing terms. 
Accordingly, the comparing is done before the one or more identifiers are added to the 
memory. 

5. Claims 20-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Day et al (6,016,400) in view of Bohannon. 

Regarding claim 20, Day discloses a system comprising a processor; a floppy 
disk drive that reads data from a floppy disk, the floppy disk configured to contain a 
plurality of software identifiers before a consumer receives the system; wherein the 
system is adapted to receive a CD-ROM containing software products, each software 
product having an associated software identifiers that is unique to each software 
product; and wherein the processor is adapted to install only software products from the 
CD-ROM that have software identifiers that match software identifiers store in the floppy 
disk (Abstract; fig. 1 ; col. 3, line 65 - col. 4, line 30). Day does not disclose storing the 
plurality of software identifiers in the system storage. Bohannon discloses that a 
configuration file containing a plurality of software identifiers of software to be installed 
in a computer system is copied from a floppy disk to the hard disk of the computer 
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system for use by the CPU (figures 2, 5; col. 14, line 65 - col. 15, line 4). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the Day system such that the plurality of software identifiers is copied from a 
floppy disk to the hard disk of the computer system for use by the CPU, as taught by 
Bohannon. The motivation for doing so would have been that data store in the hard 
disk could be accessed much more quickly. 

Regarding claim 21, Day does not disclose comparing the software identifiers 
, stored in the CD-ROM to the software identifiers stored in the hard disk. Bohannon 
discloses that the CPU compares the software identifiers stored in the CD-ROM to the 
software identifiers stored in the hard disk (col. 8, lines 57-63). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify 
the Day system further such that the processor compares the software identifiers stored 
in the CD-ROM to the software identifiers stored in the hard disk, as taught by 
Bohannon. The motivation for doing so would have been that a list of licensed software 
products could be displayed. 

Regarding claims 22-23, Day does not disclose storing additional software 
identifiers in the hard disk to allow installation of new software products stored in the 
CD-ROM. Bohannon discloses that the CPU stores additional software identifiers in the 
hard disk to allow' installation of new software products stored in the CD-ROM (col. 3, 
lines 47-53). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the Day system further such that the processor stores 
additional software identifiers in the hard disk to allow installation of new software 
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products stored in the CD-ROM, as taught by Bohannon. The motivation for doing so 
would have been to allow installation of new software products. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Patent No. 5,978,590 to Imai et al. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Minh Dinh whose telephone number is 571-272-3802. 
The examiner can normally be reached on Mon-Fri: 10:00am-6:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gilberto Barron can be reached on 571-272-3799. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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